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Group Art Unit: 2155 


Filed: 11/06/2000 






Examiner: Lazaro 


Title: System, Device and Method for Providing 




Personalized Services in a Communication System 




Attorney Docket No» 120-202 2204/A89 





Mail Stop AF . 
Commissioner for Patents 



P.O. Box 1450 
Alexandria, VA 22313-1450 
By Facsimile 

Pre-Appeal Brief Request for Review 

Dear Sir: 

Applicants hereby request a Pre-Appeal Brief review of the above identified patent 
application. Applicants file this Request for a Pre-Appeal Brief review so that the panel of 
Examiners may determine whether the Office Actions of record adequately establish that: (I) 
claims 1-5, 7-16, 18-24, 26-35, 37-40, 42-48, 50-59, 61-64, and 66-75 are anticipated under 35 
U,S.C 102(e) by U.S. Patent 6,331,972 to Harris et al. f M Harris_gt_al. 11 ); (2) dependent claims 6, 
25 and 49 are prima facie obvious under 35 U.S.C. 103 over Harris et al, and U.S« patent number 
6,104,913 of McAllister (" McAllister "); and (3) dependent claims 17, 36, 41, 60 and 65 are 
prima facie obvious under 35 U.S.C 103 over Hams et al. and U.S. patent number 5,493,692 of 
Theimer et al. r Theimer et al. "V Applicants submit the Examiner has failed to carry his burden 
of showing that each and every limitation of the independent claims is taught by Harris et al, 
such that there is a clear legal and factual deficiency in the rejection, as shown below: 
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1. The Examiner has failed to provide a reference or combinatio n of references that 
describes or suggests the claim limitation of detecting physical presence i .pf a user^ 
-wherein the detecting includes a determination, based on at least one physical 
attribute of the user, that the user is currently in close physi cal proximity to the 
communication system, because the peer electronic d evices in the communication 
network of Harris et aL are not users, and the determination of proximity based on 
detecting a signal on a wireless link in Harris et al. is not a determination of proximity 
based on at least one physical attribute of a user. 

It is well established that "[anticipation requires the disclosure in a single prior art 

reference of each element of the claim under consideration." WX. Gore & Associates, Inc. v, 

Garlock Inc., 721 R2d 1540, 220 USPQ 303 (Fed, Ctr, 1983), cert denied, 469 U.S. 851 (1984). 

In the present case, claims 1-68 and 71-75 are currently pending. Claims 1, 21, 45 and 71 are 

independent* At issue is whether the Harris et al. reference teaches detecting physical presence 

of a user, wherein the detecting includes a determination, based on at least one physical attribute 

of the user, that the user is currently in close physical proximity to the communicati on system, as 

in the present independent claims. Applicants respectfully submit that Harris_et_aL instead 

teaches detecting the physical proximity of electronic devices to each other based on detection of 

a signal on a wireless communication link. Harris et al. expressly discloses determination of 

device proximity beginning at line 1 1 of column 9: 

Generally, task 58 allows a first peer 20 to determine whether a second peer 20 is 
physically proximate to the first peer 20. Task 58 causes transmit and receive section 38 
(FIG. 2) to monitor wireless communication link 26 (FIG. 1) to determine whether a 
signal compatible with a protocol being used by network 22 (FIG. 1) can be received. Due 
to the above-described low transmission power levels used by peers 20, when a signal is 
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detected, the peer 20 sending the signal is located near the receiving peer 20. 
(emphasis added) 

As shown in the above text, the proximity of a peer network device is determined in Harris et aL 
by detection of a signal transmitted on a wireless communication link by that peer. The peers of 
Harris et aL are clearly described as electronic devices in a communication networic. At the 
outset of the Detailed Description, Harris et al. defines "peers" beginning at line 11 of column 6, 
as follows: 

FIG. 1 is a layout diagram depicting relationships between various peers (P) 20 in 
capability addressable, wireless, peer-to-peer data communication network 22 configured 
in accordance with the teaching of the present invention. While FIG* 1 shows only few 
peers 20, virtually any computer or microprocessor controlled electronic device 
throughout the world may serve as a peer 20. Accordingly, network 22 supports an 
unlimited number of possible connections between peers 20. (emphasis added) 

These teachings of Harris et al, stand in sharp contrast to the features of the present independent 
claims, which involve detecting physical presence of a user that includes determining that the 
user is currently in close physical proximity to the communication system, based on at least one 
physical attribute of the user. The peer electronic devices in the communication network of 
Harris et aL are clearly not users, as that term would be understood by those skilled in the art 
Additionally, the detection of a signal transmitted onto the wireless communication link by the 
peer electronic devices in Harris et aL cannot be considered a determination based on a physical 
attribute of a user, since the determination in Harris et al. is based on the presence or absence of 
the signal on the link. Accordingly, the peer devices in Harris et al. do not correspond to the 
user of the present independent claims, and the determination of device proximity based on 
detecting the presence of a wireless signal in Harris et al, is completely different from the 
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determination of user proximity based on a physical attribute of the user, as in the present 
independent claims. 

Applicants disagree with the Examiner's assertion that lines 2-45 of column 6 in Harris et 
aL describe the above features of the present claims, since that section is another example of the 
teaching in Harri s et al. of establishing a communication link between two electronic devices as a 
result of their determined proximity. With regard to lines 4-8 in column 21 of Harris et al,,, the 
teaching of "storing or broadcasting an identifier or indicator of the person's presence or location" 
by a peer electronic device provides no indication of any determination, based on at least one 
physical attribute of the user, that the user is currently in close physical proximity to a 
communication system. The text of Harris et al. in column 8, lines 10-12 refers to changing 
stored personalization data of a user or owner of a peer device, and also lacks any disclosure of a 
determination, based on at least one physical attribute of the user, that the user is currently in 
close proximity to a communication system. Applicants reiterate that the teaching of Harris et al. 
with regard to determining proximity is that of determining proximity between network devices, 
which is performed for the purpose of establishing a personal area network of peer devices, and 
is based on detecting the presence or absence of a signal transmitted by a device on a wireless 
communication link. 

The Examiner further cites column 4, lines 10-15 in Harris et al. but this section only sets 
forth the desirability of automatic device configuration, without a specific teaching of how to 
accomplish the desired result Lines 7-16 of column 10 in Harris et al. describe personalization 
of appliances as an advantage flowing from the operation of the Hanis et al. system. However, 
these advantages are accomplished in Harris et al, through a system of peer device proximity 
determination, which is fundamentally different from detecting physical presence of a user, 
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wherein the detecting includes a determination, based on at least one physical attribute of the 
user, that the user is currently in close physical proximity to the communication system, as in the 
present independent claims. 

The Examiner has also failed to establish a prima facie case of obviousness under 35 
UtS.C* 103. Applicants respectfully urge that the above discussed limitations of the present 
independent claims are also not disclosed or suggested by the combination of Harris et al. and 
McAllister, which the Examiner has cited as basis for rejecting dependent claims 6, 25 and 49, 
nor by the combination of Harris et al. and Theimer et al,, which the Examiner has cited as basis 
for rejecting dependent claims 1 7 ? 36, 41 and 65, Specifically, neither McAllister nor Theimer et 
ah provide any teaching or suggestion of the limitations not found in Harris etal. 

For these reasons, Applicants respectfully request that the above application be reviewed 
by the pre-appeal panel. If the panel determines that the Examiner has not made a prima facie 
showing of anticipation and/or obviousness. Applicants respectfully request withdrawal of the 
rejections and al lowance o f the pending claims. 



Respectfully Submitted, 




Attorney/Agent for Applicant(s)/ 
Steubing McGuinness & Manaras LLP 
125 Nagog Park 
Acton, MA 01720 
(617)630-1131 
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